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REMARKS 

Claims 1-6 were examined and stand rejected Applicants amend Claim 1, Appli(j:ants 
reserve the right to prosecute the former claims in a divisional or continuation application] 
Applicants respectfully request reconsideration of pending Claims 1-6, as amended, in vie{|v of at 
least the following remarks. 

L Claims Rejected Under 35 U.S.C, S102 

The Patent Office rejects Claims 1-6 under 35 U.S.C. §l02(b) as being anticipate| I by or, in 
the alternative, under 35 U,S,C. § 103(A) obvious over Kuribayashi et al„ ("Battery Charfijcteristics 
with Various Carbonaceous Materials " Journal of Power Seurces 54 (1995) l-S.) 
(" Kuribayashi" ^ Applicants respectfully traverse this rejection. 

Applicants respectfully assert that the Examiner has failed to adequately set forth kprirm 
facie rejection under 35 U,S.C. § 102(b), "Anticipation requires the presence in a single i rior art 
reference disclosure of each and every elenient of the claimed invention, arranged as in /i ie claim'' 
Undemann Maschinenfahrik v. American Hoist & Derrick (" lindemann "). 730 F2d 4l 2, 1458 
(Fed, Cir iPP^Xemphasis added), Additionally, each and every element of the claim mui t be 
exacfly disclosed in the anticipatory reference. Titanium Metals Corp, of American v. Bt mer 



f' TBanner Titanium "). 778R2d775, 777 (Fed, Cir. 1985). 

Claim 1, as amended^ includes the following claim features, which are neither tau^ it not 

suggested by Kuribayashi : 

the amorphous graphitizable caibon shell coating is derived from an 
amorphous carbon precursor selected firom the group consisting of pitch, coal bas 
oil and heavy oih 

The selection of a caibon precursor ficom the group consisting of pitch, coal based oil and 
heavy oil is included to illustrate that the carbon shell coating is a graphitizable carbon, wl ich is 
known to those skilled in the art as a soft carbon. According to the Examiner, Kuribavasl i teaches 
an amorphous graphitizable caibon shell coating. Applicants respectfully traverse the Exjiiminer's 
contention. 

In contrast) Kuribayashi teaches a carbonaceous active material comprising a core| ^ell 
structure produced form graphite and pseudo-graphiie coated with pitch blended phenol r ;sin and 



green mesophase pitch coated with phenol resin and ground graphite powder, as active mj lerials for 
negative electrodes (See Abstract). In contrast, coke is formed by carbonization of bitum\ lous coal, 
petroleum and coal-tar pitch. 

As is further described at col. 2, lines 10-14, Kuribayashi teaches carbonaceous nj aterials 
having a core shell structure, with a shell comprised of coke-like carbon and the core conj ^sed of 
graphite or pseudo-graphite. Kuribavashi f uither describes the goal of obtaining a carboy ation 
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material with a higher en^gy density than coke by coating a blend of phenol resin and firjp ground 
graphite on green mesophase pitch beads. 

Applicants respectfully submit that the pitch blended phenol resin and green 
pitch coated with phenol resin would be interpreted by those skilled in the art as a modifie|J phenol 
resin and therefore identified as a non-graphitizable carbon or hard carbon ► Further, after 
review of Kuribayashi , the coke-like carbon coating as taught by Kuribavashi refers to a 
which exhibits a higher energy density than that exhibited by coke. Moreover, Applicant^ 
lespectfully submit that those skilled in the art recognize coke as a non-graphitizable 
carbon. 

Accordingly, Applicants respectfully subn^it that a coke-like shell eoadng, as taugHt 
Kuribayashi fails to leach or suggest an amorphous graphitizable carbon shell coating deifved ftom 
an amorphous carbon precursor selected from the group consisting of pitch, coal based o: 
heavy oil, as required by Claim 1, as amended 

Furthermore, Applicants respectfully submit that the Examiner did not establish a 
facie case of anticipation in view of Kuribayashi . which according to the Examiner inhetefltly 
discloses the displaying of at least two exothermal peaks overlapping to form shoulders, 
by Claim 1. Applicants respectfully submit thai the Examiner cannot establish ^primafc 
anticipation since the Examiner has failed to provide a basis in fact under technical reasorung 
reasonably support the determination that the allegedly inherent characteristic necessarily 
from the teachings of the prior art. Ex Parte Levy . 17 U.SP.Q. 2d. 1461, 1464 (Bd Pat. 
Intr, 1990). 

The Federal Qrcuit Court of Appeals of In Re Rijckafin . 9, F.3d 153 1 (Fed, Cir. p93) held 

that: 

[Tjhe fact that a certain result or characteristic may occur or be present in rtie 
prior art is not efficient to establish the inherency of that result or characteristic. (9 
R3d at 1534, 28 U.S.P.Q. 2d at 1955, 1957.) 

According to the Examinen 

differential thermo analysis is not disclosed or discussed in Kuribavashi : 
however, the properties indicated by differential thermo analysis would be inhereri 
The carbonaceous material would have two separate inherent exothermic peak vali^ es 
based on the graphite material and the non-graphite material. Thus, the graphite a| d 
carbon core materials will inherently have two specific peaks by DTA and the claifps 
are anticipated ^nal Office Action, pg, 3, lines 14 - pg. 4, line 2.) 

However, the Federal Circuit Court of Appeals in In re Robinson . 169 E3d 743, 

U.S.P.Q. 2d 1949 held that: 

[Tlo establish inherency, the extrinsic evidence must make clear that the 
missing descriptive matter is necessarily present in the thing described in the 
reference and thai it would be BO recognized by tiersons of ordinary sWll. The 
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inherency may not be established by probabilities or possibilities. The mere fact 
that a certain thing may result from a given set of circumstances is not sufficient. 
(169 F.3d at 745, 49 U.S.P.Q. 2d at 1950-195L) 

Applicants respectfully submit that the Examiner is using inherency to anticipate ([ laim 1 



based on the possibility that the carbonaceous active material as taught by Kuribavashi wi 
two exothermic peaks with overlapping shoulders. However, as indicated above. Kuribay 



have 
shi 



teaches a non-graphitizable shell coating* while Claim 1 requires a graphitizable shell coati ng. 
Accordingly, Applicants submit that the Examiner has failed to anticipate the displaying oj at least 
two exothermic peaks overlapping to form shoulders, as required by Claim 1, since it is ui clear 
whether the overlapping of the shoulders formed by the peaks as required by Claim 1 wojild be 
recognized by persons of ordinary skill in the art in view of Kuribavashi, 

Therefore, Applicants respectfully submit that for at least the reasons described ab|fcve, the 
Examiner has failed to establish a prima facie case of anticipation in view of Kuribavashi 



Claim L Accordingly, Claim 1, as amended, is patentable over Karibavashi as well as the 
references of record Consequendy, Applicants respectfully request that the Examiner recf insider 
and withdraw the §102 rejection of Claim 1. 

Regarding Claims 2-6, Claims 2-6 depend from Claim I and therefore include thej 
patentable claim features of Claim 1, as described above. Accordingly, Claims 2-6, for at | sast the 
reasons described above, are patentable over the references of record. Consequently, Appj icants 
lespectfiilly request that the Examiner reconsider and withdraw the § 102(b) rejection of C[ aims 
2-6. 

IL Claims Rejected Under 35 U,S,C, S103fa) 

In the alternative, the Examiner has rejected Claims 1-6 under 35 U.S.C. § 103(a) ^s obvious 
ovcr Kuribayashi . Applicants respectfully traverse this rejection. 
As indicated above, Qaim 1 is amended to illustrate that: 

the amorphous graphitizable carbon shell coating is derived from an i 
amorphous carbon precursor selected from the group consisting of pitch, coal basi ^d 
oil and heavy oil. 

As a result. Claim 1, as amended, requires a soft carbon shell coating. In contrast, 
Karibavashi teaches a coke-like shell coating which is further described within Kuribay a; hi as a 
i blended phenol resin and green phase mesophase pitch coated with phenol resiT^ ang 



pitch ] 



graphite powder . As indicated above, it is recognized by those skilled in the art that pitch )lended 
phenol resin is a modified phenol resin and is therefore a non-graphitizable carbon or hart) carbon. 
Accordingly, Applicants respectfully submit that the teachings of Kuribavashi are limited fo a shell 
coating comprised of hard or non-graphiti2able carbon. 
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However, the Federal Circuit Court of Appeals in In re Rijckaer t. 9 R3d 1531, 28 
2d 1955 (Fed. Cir. 1993) held that: 



Lr.S.P,Q. 



burden of presenting a prima facie case of obviousness. , . . "^Aprimafao 
case of obviousness is established when the teaching from the prior art itself woulji I 
appear to have suggested the claimed subject matter to a person of ordinary skill i^ 
the art.". , . If the examiner fails co establish a prima facie case, the rejection is i 
improper and will be overturned. (Emphasis added.) 9 R3d at 1532, 28 U.S.P.Q. Jd 
at 1956. 

Applicants respectfully submit that one of ordinary skill of the art, based on the te| chings of 
Kuribayashi would not have deduced the claimed subject matter due to the fact that Claim 1 requires 
a graphitizable carbon shell coating, v/hersas Kuribayashi teaches anon-graphitizable carl: on 
coating. Therefore, Applicants respectfully submit that the Examiner has failed to cstabliih a prima 
facie case of obviousness because Kuribavashi fails to teach or suggest a non-graphitizab[|e carbon 
shell coating, as required by Claim 1 of the invention. Accordingly, for at least the reason!; f 
described above^ Qaim 1 as amended is patentable over Kuribavashi as well as the rcfereiji :es of 
record. Consequently, Applicants respectfully request that the Examiner reconsider and v| ididraw 
the § 103(a) rejection of Claim 1, 

Regarding Claims 2-6, Claims 2-6 depend from Claim 1 and therefore include thd 
patentable claim features of Claim I. Accordingly, Claims 2-6, for at least the reasons de^ribed 
above, are patentable over Kuribayashi , as well as the references of record Consequently! 
Applicants respectfully request that the Examiner reconsider and withdraw the § 103(a) rejection of 
Claims 2-6. 

Regarding Applicant's amendment of Claim 1 After Final, Applicants respectfullj submit 
that entry of the amendment to Claim 1 is proper as the amendment to Claim 1 is necessity ted to 
place the application in condition for allowance by modifying previously introduced subjei ^t matter 
of Claim 1, removed via Preliminary Amendment dated August 5, 2002. 

i 



003364.P020 6 

Received from < 31 08205988 > at 7/21/03 1 :51 :38 PM [Eastern Daylight Time] 



[)&/363,578 

I 



Jul-21-2003 I0:56ain Frora-BSTZ LA 



3108205988 



T-B47 



P. 012/012 

It 



F-260 



CONCLUSION 



In view of the foregoing, it is believed that all claims now pending (1) are in pro; 
are neither obvious nor anticipated by the nelled upon ait of record, and (3) are in conditicj] 
allowance. ANoiiceof Allowance is earnestly solicited at the earliest possible date. Ifthj 
believes that a telephone conference would be useful in moving the application forward toj 
allowance, the Office is encouraged to contact the undersigned at (3 10) 207-3800. 

If necessary, the Commissioner is hweby authorized in this, concurrent, and futur^ replies, 
to charge payment or credit any overpayment to Deposit Account No. 02-2666 for any a4 litional 
fees required under 37 C.RR. §§ .1.16 or L17, particularly, extension of time fees. 

Respectfully submitted, 
BLAKELY, SOKOLOFF, TAYLOR, & ZAFMANjLLP 



Dated: July 2L 2003 




12400 Wilshire Boulevard 
Seventh Hoor 

Los Angeles, California 90025 
(310) 207-3800 



s^phLytz, 

CERTIFICATE OF TRANSMISSION: 

I hereby certify that this correspondence is being 
transmitted via facsimile on the date shown below to th^ 
United States Patent and Trad^ark Office. 




Marilyn Bass 
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